
Federal Court Cour fedérale

Date:20101213

Docket: T-1786-08

Toronto, Ontario, December 13, 2010

PRESENT: MadamProthonotaryMilcrynski

BETWEEN:

APOTEX INC.

Plaintiff

NYCOMED CANADA INC

Defendant

ORDER

UPON MOTION, dated the 15th day of November 20l0,on behalf of the Defendant, for:

1. An order pursuant to rules 75(1) and 201 of the Federal Courts Rules granting leave to

Nycomed Canadalnc. ("Nycomed") to serve and file an amended statement of defence and

counterclaim, in the form attached as Schedule "A" to the notice of motion;

and

2. An order pursuant to Rule 194 of the Federal Courts Rules granting leave to Nycomed
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GmbH to serve and file a third party claim against Apotex Inc. ("Apotex"), in the form attached

as Schedule "B" to the notice of motion;

3. Costs of this motion; and

4. Such further and other relief as this Honourable Court may permit.

AND UPON reviewing the motion records filed on behalf of the parties and hearing

submissions of counsel at the hearing of the motion on Novemb er 29 , 2010;

This motion is brought by Nycomed to amend its statement of defence and counterclaim

to plead additional defences to the action, to remove certain allegations from the existing

pleading, to add a counterclaim for infringement, and to add Nycomed GmbH as a defendant to

the counterclaim , together with leave to Nycomed GmbH to commence a third party claim

against Apotex.

A number of the proposed amendments were resolved or agreed to by Apotex prior to or

at the hearing of the motion. The main area of contention remains whether Nycomed may, in its

defence and counterclaim, pursue the allegation of "contributory infringement" and make

allegations of what Apotex "ought to have known" in relation to infringement by others,

buyers/end-users of Apotex's Apo-pantoprazole tablets. The other matter that was the subject of

considerable discussion, was how to resolve the seemingly competing and mutually exclusive

requirements of s.55(3) of the Patent Act and s.8 of the Patented Medicines Q{otice of

Compliance) Regulations regarding who can and who cannot be a named as a party to
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proceedings commenced pursuant to each of the aforementioned legislative regimes. Finally,

some issues remained regarding the clarity or coherence of certain allegations concerning

Apotex's product monograph, and submissions to formularies that are said to induce infringing

use, and what representations and undertakings made by Apotex in its Notice of Allegation and

to the Court in the PMNOC proceeding that are said to have been subsequently contradicted or

breached. In respect of the objections raised by Apotex to these allegations, I find that leave

should be granted to include them in the amended statement of defence and counterclaim. They

are not improper and plead material facts in support of a reasonable cause of action. No

particulars were specihcally sought by Apotex in response to Nycomed's motion or in respect of

these allegations, and I leave it open to Apotex to seek them if necessary following receipt of

Nycomed's amended pleading, and on further motion, following a case management

teleconference as directed below.

Proposed Amendments to the Statement of Defence and Counterclaim relating to "Contributory

Infrinsement" and what A t'Olrsht to have Known"

There is no dispute between the parties regarding the appropriate test for amending a

pleading. Rule 75 of the Federal Courts Rules provides that the Court may, af any time, grant

leave to aparty amend a document on such terms as will protect the rights of all parties. The

general rule for the granting of leave is that leave should be granted provided that the

amendments are in the interests ofjustice, and do not cause prejudice that cannot be

compensated by an award of costs. Whether an amendment is in the interest ofjustice, the Court

must consider a number of factors, including (i) the timeliness of the motion for leave; (ii) the

extent to which the proposed amendment would delay the expeditious trial of the action; (iii)
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whether the proposed amendment narrows or clarifies the matters in issue; and (iv) whether the

amendment would survive a motion to strike had it formed part of an existing pleading.

Nycomed alleges in its proposed amendments that Apotex knew or ought to have known

that its Apo-pantoprazole tablets would be used in an infringing manner, that is in combination

with Helicobacter-ínhibiting antimicrobial agents for the trgatment of Helicobacter pylori-

associated gastrointestinal disorders and the treatment of duodenal ulcers, as claimed in

Canadian Patent No. 2,089,748 (the"748Patent"). Nycomed also alleges in its proposed

amendments, that even if conducting its business and sales unknowingly, without intent to teach

the infringing use and not as the sole cause of the buyer/end-user's infringing use, that although

not liable for inducement, Apotex should be found liable for "contributory infringement", for

having by some measure, facilitated or contributed to the infringing use,

I am satisfied that such allegations and claims cannot be sustained and would not survive

a motion to strike. They fail to disclose a reasonable cause of action, not even one that is argued

by Nycomed to be novel and part of the evolution of the law. As noted by Apotex in its written

representations, it is not infringing to sell something that does not in itself infringe a patent, even

where a vendor knows that apurchaser is purchasing the item for the purpose of using it in an

infringing manner. This rule is subject only to two exceptions:

(i) If the vendor, alone or in association with another person, sells all the

components of the invention to a purchaser in order that they be assembled by

him or her;
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(ii) If the vendor, knowingly and for his own ends and benefit, induces or procures

the purchaser to infringe the patent.

(Beloit Canada Ltd. v. Valmet-Dominion Inc.,179971 3 FC 497 atpara.32-22

(FCA); Valmet Oy v. Beloit Canada Ltd. (1988) 20 C.P.R. (3d) 1 atparc.l4)

Inducement must be established as follows:

(i) An act of infringement was completed by the direct infringer;

(ii) The act of infringement was influenced by the inducing party to the point that,

"but for" or without said influence, infringement would not take place; and

(iii) The inducing party must know that its influence would result in the completion

of an infringing act.

(Solvey Pharma Inc. v. Apotex [nc.,2008 FC 308 atpara.l36; Bauer Hockey

Corp. v. Easton Sports Canada Inc.,2010 FC 361 atpara.lS2)

Nycomed acknowledges that something more is needed than the act of selling to establish

liability under its theory of contributory infringement, but asserts that short of inducement as set

out above, Apotex can be found liable for having unknowingly or in part having caused or

contributed to the infringing use by the buyer of its tablets. This type of allegation has already

been rejected by this Court as giving rise to a viable cause of action. In Fqurecia Automative

Seating Canada Ltd. v. Lear Corporation Canada Ltd. 2004FC 421, Justice O'Keefe denied

leave to amend a pleading to include the allegation of contributory infringement "on the basis

that it is plainly and obviously an untenable pleading that is bound to fail".
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Whatever may be sustainable in New Zealand or other jurisdictions, the jurisprudence in

Canadahas not, with the Supreme Court of Canada's decision in Monsanto v. Schmeiser,2}}4

SCC 34, displaced or even put in doubt the conclusion in Faurecia. Nycomed states that the

Supreme Court gave an expansive interpretation to the concept of infringement, holding that

anything that deprives the inventor of his or her enjoyment of the monopoly, in whole or in part,

directly or indirectly, is an infringement. This statement, however, simply affirms that aparty

can be liable for indirectly inducing infringement. Monsanlo afftrms that an inventor may be

deprived of patent protection where a third party induces infringement, directly or indirectly. It

does not mean that indirect infringement could mean either inducing or facilitating/contributing

to infringement. The test for inducement remains intact, and requires actual knowledge by a

party that its influence would result in an infringing act (not what aparty subjectively "ought to

have known") and "but for" culpability of this party's influence for the infringing use.

Accordingly, in light of the above, leave ought not to be granted to Nycomed to assert

contributory infringement or to amend the pleading to allege what Apotex ought to have known.

Nycomed GmbH

This proceeding was commenced by Apotex as a claim for damages under s. 8 of the

PMNOC Regulations. Nycomed Canada is the "first person" as defined by the Regulations from

whom Apotex is able to seek damages. Nycomed, however, through its statement of defence and

counterclaim, seeks to pursue a claim for infringement against Apotex. Pursuant to s.55(3) of the

Patent Act, the owner of the patent must be a party to the proceeding. In the within proceeding,

Nycomed GmbH is the patentee (but not alleged to be a "first person") and Nycomed Canada is
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the licensee. As Nycomed GmbH is not alleged to be a "first person", it cannot be added as a

defendant to the section 8 action.

Nycomed noted that under the Rules and current jurisprudence, only a defendant in a

main action is entitled to bring a counterclaim. A non-party in the main action, even a patentee,

cannot be made a plaintiff by counterclaim. This is due to the fact that Rule 189 and its

predecessor Rule 1717 provides that counterclaims are available only to a defendant who claims

to be entitled to relief against a plaintiff. This was the conclusion and ruling in VISX Inc. v.

Summit Technology Inc., fI997] F.C.J. No.312 and Bemalux Inc. v. Bentofix Technologies, Inc.,

U9991 F.C.J 1354 (QL) (TD). Consequently, Nycomed proposes to add Nycomed GmbH as a

defendant in the counterclaim and have Nycomed GmbH as defendant by counterclaim bring a

third party claim against a co-defendant by counterclaim, namely Apotex.

There were other options discussed as to how to include Nycomed GmbH in the

proceeding for the purposes of the counterclaim. It seems incongruous and counter-intuitive that

the Rules should become an obstacle rather than the vehicle for procedurally smooth and

expeditious dispositions of disputes. It also seems to me, that the decisions that would prohibit

the addition of Nycomed GmbH as plaintiff by counterclaim can be distinguished on their facts.

They did not deal with the competing requirements of the Patent Act and PMNOC Regulations

and would not result in the fiction and contortion of procedure that is being proposed. I am

satisfied, having regard to Rule 3 and Rule 55 of the Federal Courts Rules that the better option,

that would result in the just, most expeditious and cost-effective disposition of the issues, would

be to grant leave to add Nycomed GmbH as a plaintiff by counterclaim in this proceeding.
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THIS COURT ORDERS that:

1. Leave is granted to the Defendant Nycomed Canada Inc. to amend the statement of

defence and counterclaim, consistent with the reasons above

2. The amended statement of defence and counterclaim shall be served and filed within

fifteen (15) days of the date of this Order, unless otherwise agreed to by the partres.

3. Nycomed GmbH is hereby added as plaintiff by counterclaim in this proceeding

In the event the parties cannot agree on the costs of this motion, written submisstons no

longer than three (3) pages in length may be filed within fifteen (15) days of the date of

this Order,

The parties shall, within twenty (20) days of the date of this Order submit dates of mutual

availability for a case management teleconference to discuss:

(i) any issues arising out the amended statement of defence and counterclaim,

(iÐ the reply and defence to counterclaim or whether particulars have been sought by

Apotex Inc.,

(iii) the matter of whether the issue of Nycomed's damages should be bifurcated, and

4

5
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(iv) the schedule for the remaining steps in this proceeding.

"Martha Milczynski"
Prothonotary


